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REMARKS 

This Application has been carefully reviewed in light of the Office Action mailed 
March 28, 2006. At the time of the Office Action, Claims 1-38 were pending in this 
Application. Claims 1-38 were rejected. Claims 1, 4, 20 and 37 have been amended to 
further define various features of Applicant's invention. Claims 5 and 21 have been 
cancelled without prejudice or disclaimer. Applicant respectfully requests reconsideration 
and favorable action in this case. 

Rejections under 35 U.S.C. S 102 

Claims 1-2, 4-8, 12-26 and 30-37 were rejected by the Examiner under 35 U.S.C. 
§ 102(b) as being anticipated by European Patent Application No. 0248656 by Kazuaki 
Kitano ("Kitano"). Applicant respectfully traverses and submits the cited art does not teach 
all of the elements of the claimed embodiment of the invention. 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." Verdegaal 
Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 
1987). Furthermore, "the identical invention must be shown in as complete detail as is 
contained in the ... claim." Richardson v. Suzuki Motor Co. Ltd., 868 F.2d 1226, 1236, 9 
U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989). Applicant respectfully submits that the cited art as 
anticipatory by the Examiner cannot anticipate the rejected Claims, because the cited art does 
not show all the elements of the present Claims. 

Kitano discloses a serum-free or nearly serum-free medium, but does not disclose a 
medium in which all animal proteins are recombinant proteins. In fact, it even mentions 
many animal proteins that may be added to the medium without ever indicating that they 
should or even could be recombinant. See e.g. page 3, lines 10-15. 

Applicant has amended the claims to make clear that any animal proteins in the 
medium (prior to the addition of any cells or tissues to be cultured) are of recombinant origin. 
Kitano simply fails to even suggest that a medium may be made in such a manner. 
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Rejections under 35 U.S.C. §103 

Claims 3, 9-11, 27-29 and 38 were rejected under 35 U.S.C. §103(a) as being 
unpatentable over Kitano in view of U.S. Patent No. 5,520,933 issued to Nobuko Yoshida et 
al. ("Yoshida"). Applicant respectfully traverses and submits the cited art combinations, 
even if proper, which Applicant does not concede, does not render the claimed embodiment 
of the invention obvious. 

In order to establish a prima facie case of obviousness, the references cited by the 
Examiner must disclose all claimed limitations. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 
(C.C.P.A. 1974). Furthermore, according to § 2143 of the Manual of Patent Examining 
Procedure, to establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the 
claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). 

As explained above, the Kitano reference does not suggest that medium be made 
using all recombinant proteins. As disclosed in the specification, use of all recombination 
proteins provides safety benefits that were also not contemplated by Kitano. 

Yoshida similarly fails to teach or suggest a product without any animal proteins other 
than recombinant proteins. 

Additionally, Applicant notes that Yoshida is directed to a method of producing foods 
and beverages while Kitano is directed to a method of making cell culture medium. 
Applicant asserts that there is no motivation to combine a food products reference with a 
laboratory supply reference for a wide variety of reasons. 

One skilled looking for an anti-oxidant not toxic to cells or tissues would not normally 
look at food products, which are intended for whole, multicellular organisms. Whole, multi- 
cellular organisms have very different needs than cultured cells or tissues and have many 
ways of detoxifying materials, such as in the liver, that are not available to most cells or 
tissues in culture. 
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Further, many food additives have nutritional effects when consumed by a whole, 
multicellular organism. Such an organism will normally have a digestive tract and various 
macro and cellular level metabolic processes that allow it to chemically alter the food 
additive, which is often necessary to make the additive nutritionally useful. Cells and tissues 
in cell culture also lack most of these capabilities for extracting nutrition from food additives. 
As a result, the food additive is at best useless in cell culture. 

Conversely, these very same differences may make a compound quite useful in cell 
culture useless as a food additive. For example, an antioxidant that is quite beneficial to cells 
and tissues in culture may be destroyed by the digestive process or liver metabolism in a 
whole, multicellular organism. 

For these and many other reasons, Applicant asserts that there is no motivation to 
combine the Kitano and Yoshida references, and, even if improperly combined, the 
references still fail to teach or suggest the claimed invention. 
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CONCLUSION 



Applicant has made an earnest effort to place this case in condition for allowance in 
light of the amendments and remarks set forth above. Applicant respectfully requests 
reconsideration of the pending claims. 

Applicant encloses a Petition for One Month Extension of Time and authorizes the 
Commissioner to charge the $120.00 extension fee to Deposit Account No. 02-0383 of Baker 
Botts L.L.P. Applicant believes there are no further fees due at this time, however, the 
Commissioner is hereby authorized to charge any fees necessary or credit any overpayment 
to Deposit Account No. 02-0383 of Baker Botts L.L.P. 

If there are any matters concerning this Application that may be cleared up in a 
telephone conversation, please contact Applicant's attorney at 512.322.2580. 



Date: July 27. 2006 



SEND CORRESPONDENCE TO : 
Baker Botts l.l.p. 
CUSTOMER NO. 23640 
512.322.2580 
512.322.8383 (fax) 



Respectfully submitted, 
BAKER BOTTS L.L.P. 
Attorney for Applicant 




Michelle M. LeCointe 
Reg. No. 46,861 



